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DETAILED ACTION 

1. Claims 1-11 and 13-24 are pending. 

Response to Arguments 

2. The applicant argues with respect to claims 1 1, 9, 10, and 13, that Manber (US 
Pat. 6,651,086) and what is well known and expected in the art fail to disclose 
the claimed invention. Specifically, the applicant asserts that the examiner does 
not include specific factual findings predicated on sound technical and scientific 
reasoning to support the conclusions reached and contend that the subject 
matter noted by the examiner (sending a query from the recipient to the second 
sender, the query including the option to join) should not be considered well 
known in the art. The applicant also notes that this allegation precludes a proper 
35 U.S.C. 103 rejection as the prior art reference must teach or suggest all the 
claim limitations. 

3. The examiner disagrees. The examiner has elaborated on the previous 
rejections below, which, the examiner believes, includes specific factual findings 
predicated on sound technical and scientific reasoning to support the conclusions 
reached, and therefore that the prior art reference (Manber) does suggest all 
claim limitations. 
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4. The applicant argues with respect to claims 5, 7,11, and 1 9 that Manber fails to 
disclose "in response to receiving a positive response from the recipient to the 
query to establish an IM chat room with the latter sender, establishing the IM chat 
room between the recipient, the earlier sender, and the latter sender." 

5. The examiner disagrees. Manber discloses acceptance of a user's comment by 
the "conversation starter," (column 2, lines 9-13) which reads on "receiving a 
positive response from the recipient to the query to establish an IM chat room 
with the latter sender." In Manber, when the user submits a comment to the 
conversation starter, it inherently has a query as the starter will either accept the 
message (positive response) or reject (negative response), respectively allowing 
or denying the user to join the chat. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 1 02 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 
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7. Claims 1, 3, 9-10, and 13 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Manber (US Pat. 6,651 ,086), in view what is well known in the 
art. 



8. As to claim 1, Manber a communication method comprising: 

establishing an instant messaging (IM) chat session between a first sender 
and a recipient (column 1 , lines 43-48); 

receiving .an IM message from a second sender to the recipient (column 2, 
lines 1-13, a conversion starter (recipient) receives messages from users who 
wish to join the conversion (multiple users can join the conversion, so any user 
who is the first to send will be the first sender and any subsequent sender will be 
the second sender)); 

in response to receiving a response to the query indicating a desire by the 
second sender to join the IM chat session, sending a query to the recipient to 
establish an IM chat room with the second sender (column 2, lines 1-9, a sender 
intending to join the discussion (the second sender) sends a message (the 
indication that the second sender wishes to join the conversation) to the 
conversation starter (recipient) who either accepts it (allows second sender to 
join) or rejects it (second sender is not allowed to join)); and 

in response to receiving an indication from the recipient to establish an IM 
chat room with the second sender, establishing the IM chat room between the 
recipient, the first sender, and the second sender (column 2, lines 9-13, the 
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responding user (the second sender) joins the conversation after being accepted 
by the conversation starter (recipient) along with any other user already involved 
in the conversation (the first sender)). 

But, Manber does not explicitly disclose in response to receiving the IM 
message from the second sender to the recipient, sending a query to the second 
sender, the query including an option to join the IM chat session. 

However, such steps would have been obvious to one of ordinary skill in the 
art at the time of the invention, given the explicit teachings of Manber. In fact, 
given Manber's disclosure, such a query from "the conversation starter" (the 
recipient) is redundant as the IM message from the user (the second sender) 
already indicates the user's (the second sender) desire to join the conversation 
which is substantially similar and produces the same result. Furthermore, the 
instant claim's motivation for including such a query (to ensure the second 
sender wishes to join the conversation) and the end result (a combined chat 
session) are exactly the same as was disclosed in Manber. Therefore it would 
have been obvious to one of ordinary skill in the art to substitute the original IM 
message from the user as being an indication of a user's desire to join a 
conversation (Manber's disclosure) with responding to the original IM message 
by sending a query to join a conversation (an alternative method, that one of 
ordinary skill would appreciate as such). 
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9. As to claims 9-10 and 13, they are rejected by the same rationale that was set 
forth in claim 1's rejection. 

10. As to claim 3, Manber discloses 

receiving a reply from the recipient (column 2, lines 1-9, a sender intending to 
join the discussion (the second sender) sends a message (the indication that the 
second sender wishes to join the conversation) to the conversation starter 
(recipient) who either accepts it (allows second sender to join) or rejects it 
(second sender is not allowed to join)), the reply being one selected from the 
group consisting of: 

granting permission to join the IM chat session (column 2, lines 1-9); and 
denying permission to join the IM chat session (column 2, lines 1-9); and 

wherein the step of establishing the IM chat room is responsive to the reply 
being the granting of permission to join the IM chat session (column 2, lines 1-9). 

11. Claims 5, 7, 11, and 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Manber in view of Maehiro (US Pat. 7,130,884). 

12. As to claim 5, Manber discloses a communication method, comprising: 

receiving an instant messaging (IM) message from a latter sender to a 
recipient (column 2, lines 1-13, a conversion starter (recipient) receives 
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messages from users who wish to join the conversion (multiple users can join the 
conversion, so any user who is the first to send will be the first sender and any 
subsequent sender will be the latter sender)); 

determining whether an IM chat session is established between the 
recipient and an earlier sender (column 1, lines 60-67, checks to see if there are 
established conversation); 

in response to receiving an indication by the latter sender to join the IM 
chat session, sending a query to the recipient to establish an IM chat room with 
the latter sender (column 2, lines 1-9, a sender intending to join the discussion 
(the latter sender) sends a message (the indication that the second sender 
wishes to join the conversation) to the conversation starter (recipient) who either 
accepts it (allows second sender to join) or rejects it (second sender is not 
allowed to join)); and 

in response to receiving a positive response from the recipient to the 
query to establish an IM chat room with the latter sender, establishing an the IM 
chat room between the recipient, the earlier sender, and the latter sender 
(column 2, lines 9-13, the responding user (the second sender) joins the 
conversation after being accepted by the conversation starter (recipient) along 
with any other user already involved in the conversation (the first sender)). 

But, Manber does not explicitly disclose in response to determining that an 
IM chat session is established between the recipient and the earlier sender, 
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sending a query to the latter sender, the query including an option to join the IM 
chat session. Rather, Manber teaches that the user wishing to join the first 
conversation (the latter sender) is giving this option before sending the first IM 
message to the conversation starter (recipient), independent of whether a chat is 
established between another party. 

However, Maehiro discloses determining whether an IM chat session is 
established between the recipient and an earlier sender (column 10, lines 27-31 
and column 10, lines 35-45, Maehiro (recipient) has established chat with Junko 
(earlier sender) and receives message from Naoki (latter sender) and the 
messenger detects that the message exchange between Maehiro and Junko is 
interrupted by Naoki message) and in response to determining that an IM chat 
session is established between the recipient and the earlier sender, sending a 
query to the latter sender, the query including an option to join the IM chat 
session (column 10, lines 50-58 and column 11, lines 7-15). 

Therefore it would have been to one of ordinary skill in the art at the time of 
the invention to combine the teaching of Manber with Maehiro in order to further 
simplify the transition from two users to three or more users in chat sessions 
(Maehiro, lines 54-59) 
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13. As to claims 1 1 and 19, they are rejected by the same rationale that was set forth 
in claim 5's rejection. 

14. As to claim 7, Manber and Maehiro disclose the invention substantially with 
regard to the parent claim 5, and further disclose: 

receiving a reply from the recipient (Manber, column 2, lines 1-9, a sender 
intending to join the discussion (the second sender) sends a message (the 
indication that the second sender wishes to join the conversation) to the 
conversation starter (recipient) who either accepts it (allows second sender to 
join) or rejects it (second sender is not allowed to join)), the reply being one 
selected from the group consisting of: 

granting permission to join the IM chat session (Manber, column 2, lines 1- 

9); and 

denying permission to join the IM chat session (Manber, column 2, lines 1- 
9); and 

wherein the step of establishing the IM chat room is responsive to the reply 
being the granting of permission to join the IM chat session (Manber, column 2, 
lines 1-9). 

15. Claims 2 and 14-15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Manber, as applied to claims 1 and 1 3, in view of Morris et al (US Pat. 
6,496,851), hereafter "Morris." 
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16. As to claims 2 and 14, Manber discloses the invention substantially with regard to 
the parent claims 1 and 13, but does not explicitly disclose: 

receiving a reply from the second sender, the reply being one selected from 
the group consisting of: 

an acceptance of the option to join the IM chat session; and 
a rejection of the option to join the IM chat session; and 
wherein the step of establishing the IM chat room is responsive to the reply 
being the acceptance of the invitation to join the IM chat session. 

Rather, in Manber's system the second sender simply chooses to join 
conversion of his or her own volition; they are not explicitly invited. 

However, Morris discloses an alternative measure to bring users into chat 
sessions including: 

issuing an invitation to join the IM chat session, the invitation being issued to 
the second sender (column 12, lines 5-13, this limitation is included so as to 
provide antecedent basis for the invitation recited in the subsequent limitations); 

receiving a reply from the second sender (Fig. 13 and column 12, lines 26- 
43), the reply being one selected from the group consisting of: 

an acceptance of the invitation to join the IM chat session (column 12, 
lines 19-25); and 
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a rejection of the invitation to join the IM chat session (Fig. 1 3, lines 37- 
43); and 

wherein the step of establishing the IM chat room is responsive to the reply 
being the acceptance of the invitation to join the IM chat session (column 12, 
lines 13-25). 

Therefore it would have been obvious at the time of the invention to combine 
the teachings of Manber and Morris in order to allow user to negotiate with others 
through the use of invitations and proposals which increases the options 
available to each user (Morris, column 3, lines 36-43). 

17. As to claim 15, Manber and Morris disclose the invention substantially with 
regard to the parent claim 14, and further disclose 

computer-readable code adapted to instruct a programmable device to 
receive a reply from the recipient (Manber, column 2, lines .1-9, a sender 
intending to join the discussion (the second sender) sends a message (the 
indication that the second sender wishes to join the conversation) to the 
conversation starter (recipient) who either accepts it (allows second sender to 
join) or rejects it (second sender is not allowed to join)), the reply being one 
selected from the group consisting of: 

granting permission to join the IM chat session (Manber, column 2, lines 1- 
9); and 
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denying permission to join the IM chat session (Manber, column 2, lines 1- 
9); and 

wherein the step of establishing the IM chat room is responsive to the reply 
being the granting of permission to join the IM chat session (Manber, column 2, 
lines 1-9). 



18. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Manber, 
as applied to claim 1, in view of Walker et al. (US Pub. No. 2003/0064807 A1), 
hereafter "Walker." 

19. As to claim 4, Manber discloses the invention substantially with regard to the 
parent claim 1 , but does not explicitly disclose: 

issuing a request for permission to join the IM chat session, the request for 
permission being issued to the first sender; 

receiving a reply from the first sender, the reply being one selected from the 
group consisting of: 

granting permission to join the IM chat session; and 
denying permission to join the IM chat session; and 
wherein the step of establishing the IM chat room is responsive to the reply 
being the granting of permission to join the IM chat session. 
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Rather in Manber's system all entries into the conversation are approved by 
the conversation starter (the receipt) and that user only. 

However Walker discloses a system which includes group approvals for entry 
into a chat, including: 

issuing a request for permission to join the IM chat session, the request for 
permission being issued to the first sender ([0132], lines 1-5, the "groups" in 
particular embodiments include chat sessions as shown in [0242]); 

receiving a reply from the first sender ([0132], lines 5-12), the reply being one 
selected from the group consisting of: 

granting permission to join the IM chat session ([0132], lines 5-12); and 
denying permission to join the IM chat session ([0132], lines 5-12); and 

wherein the step of establishing the IM chat room is responsive to the reply 
being the granting of permission to join the IM chat session ([0132], lines 5-12). 

Therefore it would have been obvious at the time of the invention to combine 
the teachings of Manber and Walker in order to allow other users in Manber 
system to share the control over who joins into the conversations. 

20. Claims 6 and 20-21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Manber and Maehiro, as applied to claims 5 and 19, and in further view of 
Morris. 
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21. As to claims 6 and 20, Manber and Maehiro disclose the invention substantially 
with regard to the parent claims 5 and 19, and but do not explicitly disclose: 

receiving a reply from the second sender, the reply being one selected from 
the group consisting of: 

an acceptance of the invitation to join the IM chat session; and 
a rejection of the invitation to join the IM chat session; and 
wherein the step of establishing the IM chat room is responsive to the reply 
being the acceptance of the invitation to join the IM chat session. 

Rather, in Manber's system the second sender simply chooses to join 
conversion of his or her own volition; they are not explicitly invited. 

However, Morris discloses an alternative measure to bring users into chat 
sessions including: 

issuing an invitation to join the IM chat session, the invitation being issued to 
the second sender (column 12, lines 5-13, this limitation is included so as to 
provide antecedent basis for the invitation recited the subsequent limitations); 

receiving a reply from the second sender (Fig. 13 and column 12, lines 26- 
43), the reply being one selected from the group consisting of: 

an acceptance of the invitation to join the IM chat session (column 12, 
lines 19-25); and 
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a rejection of the invitation to join the IM chat session (Fig. 13, lines 37- 
43); and 

wherein the step of establishing the IM chat room is responsive to the reply 
being the acceptance of the invitation to join the IM chat session (column 12, 
lines 13-25). 

Therefore it would have been obvious at the time of the invention to combine 
the teachings of Manber and Maehiro with Morris in order to allow user to 
negotiate with others through the use of invitations and proposals which 
increases the options available to each user (Morris, column 3, lines 36-43). 

22. As to claim 21, Manber, Maehiro, and Morris disclose the invention substantially 
with regard to the parent claims 20, and further disclose: 

computer-readable code adapted to instruct a programmable device to 
receive a reply from the recipient (Manber, column 2, lines 1-9, a sender 
intending to join the discussion (the second sender) sends a message (the 
indication that the second sender wishes to join the conversation) to the 
conversation starter (recipient) who either accepts it (allows second sender to 
join) or rejects it (second sender is not allowed to join)), the reply being one 
selected from the group consisting of: 

granting permission to join the IM chat session (Manber, column 2, lines 1- 

9); and 
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denying permission to join the IM chat session (Manber, column 2, lines 1- 
9); and 

23. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Manber 
and Maehiro, as applied to claim 5, and in further view of Walker. 

24. As to claim 8, Manber and Maehiro disclose the invention substantially with 
regard to the parent claim 5, but do not explicitly disclose: 

issuing a request for permission to join the IM chat session, the request for 
permission being issued to the first sender; 

receiving a reply from the first sender, the reply being one selected from the 
group consisting of: 

granting permission to join the IM chat session; and 
denying permission to join the IM chat session; and 
wherein the step of establishing the IM chat room is responsive to the reply 
being the granting of permission to join the IM chat session. 

Rather in Manber's system all entries into the conversation are approved by 
the conversation starter (the receipt) and that user only. 

However Walker discloses a system which includes group approvals for entry 
into a chat, including: 
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issuing a request for permission to join the IM chat session, the request for 
permission being issued to the first sender ([0132], lines 1-5, the "groups" in 
particular embodiments include chat sessions as shown in [0242]); 

receiving a reply from the first sender ([0132], lines 5-12), the reply being one 
selected from the group consisting of: 

granting permission to join the IM chat session ([0132], lines 5-12); and 
denying permission to join the IM chat session ([0132], lines 5-12); and 
wherein the step of establishing the IM chat room is responsive to the reply 
being the granting of permission to join the IM chat session ([0132], lines 5-12). 

Therefore it would have been obvious at the time of the invention to combine 
the teachings of Manber and Maehiro with Walker in order to allow other users in 
Manber system to share the control over who joins into the conversations. 

25. Claims 16-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Manber and Morris, as applied to claim 15, and in further view of Walker. 

26. As to claim 16, Manber and Morris disclose the invention substantially with 
regard to the parent claims 15, and but do not disclose: 

issuing a request for permission to join the IM chat session, the request for 
permission being issued to the first sender; 
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receiving a reply from the first sender, the reply being one selected from the 
group consisting of: 

granting permission to join the IM chat session; and 
denying permission to join the IM chat session; and 

Rather in Manber's system all entries into the conversation are approved by 
the conversation starter (the receipt) and that user only. 

However Walker discloses a system which includes group approvals for entry 
into a chat, including: 

issuing a request for permission to join the IM chat session, the request for 
permission being issued to the first sender ([0132], lines 1-5, the "groups" in 
particular embodiments include chat sessions as shown in [0242]); 

receiving a reply from the first sender ([0132], lines 5-12), the reply being one 
selected from the group consisting of: 

granting permission to join the IM chat session ([0132], lines 5-12); and 
denying permission to join the IM chat session ([0132], lines 5-12); and 

Therefore it would have been obvious at the time of the invention to combine 
the teachings of Manber and Morris with Walker in order to allow other users in 
Manber system to share the control over who joins into the conversations. 
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27. As to claim 17, Manber, Morris, and Walker disclose the invention substantially 
with regard to the parent claims 16, and further disclose: 

computer-readable code adapted to instruct a programmable device to 
establish the IM chat room in response to (Morris, column 12, lines 13-25, 
Manber, column 2, lines 4-8, and Walker, [0132], lines 5-12): 

the reply from the second sender being the acceptance of the invitation to join 
the IM chat session (Morris, column 12, lines 13-25); 

the reply from the recipient being the granting of permission to join the IM 
chat session (Manber, column 2, lines 4-8); and 

the reply from the first sender being the granting of permission to join the IM 
chat session (Walker, [0132], lines 5-12). 

28. As to claim 18, Manber, Morris, and Walker disclose the invention substantially 
with regard to the parent claims 16, and further disclose: 

computer-readable code adapted to instruct a programmable device to 
establish the IM chat room in response to at least one of (Morris, column 12, 
lines 13-25; Manber, column 2, lines 4-8; and Walker, [0132], lines 5-12): 

the reply from the second sender being the acceptance of the invitation to join 
the IM chat session (Morris, column 12, lines 13-25); 

the reply from the recipient being the granting of permission to join the IM 
chat session (Manber, column 2, lines 4-8); and 
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the reply from the first sender being the granting of permission to join the IM 
chat session (Walker, [0132], lines 5-12). 

29. Claims 22-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Manber and Maehiro with Morris, as applied to claim 21 , and in further view of 
Walker. 

30. As to claim 22, Manber, Maehiro, and Morris disclose the invention substantially 
with regard to the parent claims 21 , and but do not disclose: 

issuing a request for permission to join the IM chat session, the request for 
permission being issued to the first sender; 

receiving a reply from the first sender, the reply being one selected from the 
group consisting of: 

granting permission to join the IM chat session; and 
denying permission to join the IM chat session; and 

Rather in Manber's system all entries into the conversation are approved by 
the conversation starter (the receipt) and that user only. 

However Walker discloses a system which includes group approvals for entry 
into a chat, including: 
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issuing a request for permission to join the IM chat session, the request for 
permission being issued to the first sender ([0132], lines 1-5, the "groups" in 
particular embodiments include chat sessions as shown in [0242]); 

receiving a reply from the first sender ([0132], lines 5-12), the reply being one 
selected from the group consisting of: 

granting permission to join the IM chat session ([0132], lines 5-12); and 
denying permission to join the IM chat session ([0132], lines 5-12); and 

Therefore it would have been obvious at the time of the invention to combine 
the teachings of Manber, Maehiro, and Morris with Walker in order to allow other 
users in Manber system to share the control over who joins into the 
conversations. 

31. As to claim 23, Manber, Maehiro, Morris, and Walker disclose the invention 
substantially with regard to the parent claims 23, and further disclose: 

computer-readable code adapted to instruct a programmable device to 
establish the IM chat room in response to (Morris, column 12, lines 13-25, 
Manber, column 2, lines 4-8, and Walker, [0132], lines 5-12): 

the reply from the second sender being the acceptance of the invitation to join 
the IM chat session (Morris, column 12, lines 13-25); 

the reply from the recipient being the granting of permission to join the IM 
chat session (Manber, column 2, lines 4-8); and 
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the reply from the first sender being the granting of permission to join the IM 
chat session (Walker, [0132], lines 5-12). 

32. As to claim 24, Manber, Maehiro, Morris, and Walker disclose the invention 
substantially with regard to the parent claims 23, and further disclose: 

computer-readable code adapted to instruct a programmable device to 
establish the IM chat room in response to at least one of (Morris, column 12, 
lines 13-25, Manber, column 2, lines 4-8, and Walker, [0132], lines 5-12): 

the reply from the second sender being the acceptance of the invitation to join 
the IM chat session (Morris, column 12, lines 13-25); 

the reply from the recipient being the granting of permission to join the IM 
chat session (Manber, column 2, lines 4-8); and 

the reply from the first sender being the granting of permission to join the IM 
chat session (Walker, [0132], lines 5-12). 

Conclusion 

33. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas J. Dailey whose telephone number is 
571-270-1246. The examiner can normally be reached on Monday thru Friday; 
9:00am - 5:00pm. 

34. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bunjob Jaroenchonwanit can be reached on 571-272-3913. The fax 
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phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
35. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 
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